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Filed: June 1, 2001 

For: ENZYME REACTION METHOD AND A 
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CYANOHYDRIN 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 



REQUEST FOR RECONSIDERATION OF DISMISSAL OF 

APPLICATION FOR PATENT TERM ADJUSTMENT-PRE-GRANT 

AND 

FURTHER APPLICATION FOR PATENT TERM ADJUSTMENT-PRE-GRANT 



In response to a first Notice of Allowance mailed August 30, 2004, Applicants 
submitted an Application for Patent Term Adjustment - Pre-Grant on November 12, 
2004. The Office dismissed that request on April 1 1 , 2005, and Applicants respectfully ^ 
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request reconsideration of that dismissal. In addition, in response to the second Notice £> 
of Allowance mailed June 8, 2005, Applicants respectfully submit a further Application 8 

o 
o 
o 

for Patent Term Adjustment. This further request is being timely made with the payment s 
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of the issue fee and together with the payment of the fee required by 37 C.F.R. 

§ 1.705(b). 

As explained in detail below, both the previously- and presently-filed applications 
seek reconsideration of reductions in patent term given as a consequence of two 
separate instances in which Applicants sought to comply with their duty of disclosure 
under 37 C.F.R. § 1 .56. More importantly, in both instances, Applicants complied with 
the duty of disclosure while also engaging in reasonable efforts to conclude prosecution 
as permitted under 37 C.F.R. § 1.704. 

In the first instance, Applicants submitted an IDS providing references that had 
been first cited in a communication from a foreign patent office within thirty (30) days of 
receipt as permitted by Section 1 .704(d). And while Applicants did not expressly recite 
that the filing was within thirty days, that time period was immediately evident on the 
face of the submission. In the second instance, which occurred after payment of the 
Issue Fee, Applicants submitted an IDS, along with a Petition for Withdrawal from Issue, 
and a Request for Continued Prosecution, to again bring to the attention of the Office a 
communication from a foreign patent office as well as the references relied upon in the 
rejection to the attention of the Office. While this latter submission did not occur within 
the 30 days of receipt under Section 1 .704(d), it is not within the proscribed 
"circumstances that constitute a failure of applicant to engage in reasonable efforts to 
conclude prosecution" under Section 1.704(c). 

Accordingly, as set forth in detail below, neither of these actions warranted the 
reductions given by the Office, specifically a reduction of 88 days resulting from the first 
instance, the filing of the Information Disclosure Statement, and a reduction of 133 days 
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resulting from the second instance, the filing of the Petition for Withdrawal from Issue, 

Request for Continued Examination, and Information Disclosure Statement. Instead of 

these reductions, Applicants believe that the patent term adjustment should not be zero 

(0) days, but ninety-three (93) days total. Thus, Applicants respectfully request 

reconsideration of both determinations and the issuance of a new patent term 

adjustment. 

I. Statement of the Facts Involved 
A. Relevant Dates 

The above-identified application was filed June 1, 2001. 
A Restriction Requirement was mailed on February 5, 2003, resulting in a PTO 
delay of 188 days beyond the 14 months provided by 35 U.S.C. § 154(b). 
A non-final Office Action was mailed on May 1 , 2003. 

Applicants filed a response on September 5, 2003, resulting in Applicants 1 delay 
of 35 days. 

Applicants filed an Information Disclosure Statement, citing the document 
reported in the European Search Report on December 2, 2003, less than thirty days 
after individuals designated in §1. 56(c) received the European Search Report. The 
Office alleges that this constitutes a failure to engage in reasonable efforts of 88 days. 

A final Office Action was mailed December 22, 2003. 

Applicants then filed a Notice of Appeal on May 21, 2004, resulting in Applicants' 
delay of 60 days. 

A first Notice of Allowance was mailed on August 30, 2004. 
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A first Application for Patent Term Adjustment - Pre-Grant was filed on November 
12,2004. 

The Issue Fee was due on November 30, 2004, and Applicants paid it on 
November 15, 2004. 

A Petition for Withdrawal from Issue, a Request for Continued Examination, and 
an Information Disclosure Statement were filed on April 12, 2005. The PTO alleges that 
this caused an Applicants' delay of 133 days. Applicants believe that this corresponds 
to the time between the date the issue fee was due (November 30, 2004) and the date 
the Petition for Withdrawal from Issue, Request for Continued Examination, and 
Information Disclosure Statement were filed (April 12, 2005). 

A second Notice of Allowance was mailed on June 8, 2005. 

To graphically view these relevant dates and delays on the part of both the Office 



and Applicants, Applicants provide the following chart: 



Action 


PTO delay 


Applicants' 
delay 


Applicants' 
alleged 
delay 


PTO's 
calculation 
of PTA 


Applicants 1 
calculation 
of PTA 


Application filed 
June 1, 2001 












Restriction 
Requirement mailed 
February 5, 2003 


188 days 






188 days 


188 days 


Non-final Office 
Action filed May 1 , 
2003 












Response to Office 
action mailed 
September 5, 2003 




33 days 




1 54 days 


1 54 days 


IDS filed December 
2, 2003 






88 days 


66 days 


154 days 


Final Office Action 
mailed December 
22, 2003 
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Notice of Appeal 
filed May 21 ,2004 




60 days 




5 days 


93 days 


First Notice of 
Allowance mailed 

Ai mi in onrM 
AUgUST OU, ZUU4 












First Application for 
raieni i erm 
Adjustment - Pre- 
Grant filed 
November 12, 2004. 












Issue Fee due 
November 30, 2004 












Petition for 
withdrawal trom 
Issue, Request for 
Continued 
cxarninaiion, anu 
IDS filed April 12, 
2005 






133 days 


0 days 


93 days 


Second Notice of 
Allowance mailed 
June 8, 2005 













B. Correct Patent Term Adjustment for the First Instance 

As noted above, the Office dismissed Applicants' first request for patent term 
adjustment, correctly noting that that the Information Disclosure Statement filed 
December 2, 2003, did not include an affirmative statement that the communication 
from the European Patent Office was not received by any individual designated in 37 
C.F.R. § 1 .56(c) more than thirty days prior to the filing of the Information Disclosure 
Statement. However, because the communication from the European Patent Office 
was dated November 6, 2003 (Exhibit A), and the Information Disclosure statement was 
filed December 2, 2003 (Exhibit B), it was immediately evident on the face of the 
communication that the European Patent Office could not have been and was not 
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received by any individual designated in 37 C.F.R. § 1.56(c) more than thirty days prior 
to the filing of the Information Disclosure Statement. 

Moreover, in this Request for Reconsideration, Applicants expressly state for the 
record that each item of information contained in the Information Disclosure Statement 
filed December 2, 2003, was first cited in a communication from a foreign patent office 
in a counterpart application and that this communication was not received by any 
individual designated in § 1 .56(c) more than thirty days prior to the filing of the 
Information Disclosure Statement. 

Accordingly, Applicants have both complied with their duty of disclosure and 
engaged in reasonable efforts to conclude prosecution and respectfully request 
reconsideration of the 88 day reduction. 

The removal of the 88 day reduction impacts the ultimate patent term adjustment 
for this application. Up to the time the first issue fee was due on November 30, 2004, 
the total PTO adjustment based on PTO delays was 188 days while the reduction in 
term adjustment based on Applicants' delays would have been 95 days. This results in 
a patent term adjustment of 93 days total. Applicants respectfully request that the 
dismissal of the Application for Patent Term Adjustment - Pre-Grant be reconsidered 
and that the patent term adjustment be changed to 93 days. 

C. Correct Patent Term Adjustment for the Second Instance 

With the second Notice of Allowance mailed on June 8, 2005, Applicants 
received a Determination of Patent Term Adjustment, advising that this application was 
entitled to zero (0) days of patent term adjustment. The further reduction in patent term 
adjustment between the first Notice of Allowance and the second Notice of Allowance 
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appears to be due to an alleged Applicants' delay of 133 days due to the filing of the 

RCE, Petition to Withdraw from Issue under Section 1 .313, and the IDS after payment 

of the first issue fee. A copy of the IDS is provided as Exhibit C. 

As noted above, to comply with the duty of disclosure, Applicants submitted 
these papers to provide to the Office a Notice of Rejection from the Japanese Patent 
Office in a corresponding application as well as three references that had previously 
been unknown to the Applicants. A copy of the Notice of Rejection is provided as 
Exhibit D. The rejection was dated March 8, 2005, and Applicants submitted the papers 
on April 12, 2005. While Applicants recognize that this submission does not fall within 
the 30 day period set forth in Section 1.704(d), this submission correspondingly does 
not fall within any of the enumerated actions of Section 1 .704(c). 

Specifically, none of the provisions of Section 1 .704(c) cover the submission of a 
Petition to Withdraw from Issue made under Section 1 .313. The closest provision, 
Section 1 .704(c)(2), does cover "deferral of issuance of a patent," but that is explicitly 
listed as an action under Section 1.314. Thus, the rules recognize a distinction between 
Section 1.313 and Seqtion 1.314. Indeed, this distinction makes sense in light of the 
Office's attempt to identify actions that "constitute a failure ... to engage in reasonable 
efforts to conclude processing or examination of an application." A deferral of issuance 
under Section 1 .314 permits an applicant to simply delay the issuance of a patent and 
thereby expressly delays the processing of an application. A withdrawal from issue 
under Section 1.313, on the other hand, requires an applicant to actively relinquish the 
opportunity to receive a patent. Perhaps the Office recognized that this action did not 
simply delay processing or examination, because examination was closed. Or perhaps 
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the Office considered that the penalty from seeking a withdrawal from issue under 

Section 1 .313 was sufficiently harsh not to impose an further impact on patent term. In 

any event, none of the recited provisions of Section 1 .704(c) expressly cover this 

submission. 

Finally, should the Office consider the submission of the Petition for Withdrawal 

from Issue, Request for Continued Examination, and Information Disclosure Statement 

to fall within Section 1.704(10) as the "submission of a ... paper after notice of 

allowance," which will not be "excused" under the 30 day provision of Section 1.704(d), 

the reduction given by the Office in this instance is too great. Section 1 .704(d)(10) 

expressly provides that the reduction shall be "the lesser of: 

the number of days, if any, beginning on the date the [paper 
submitted after notice of allowance] was filed and ending on 
the mailing date of the Office action or notice in response to 
[such paper]; or 

four months. 

Here, the papers were submitted on April 12, 2005, and the second Notice of 
Allowance was issued on June 8, 2005. This corresponds to 57 days. Moreover, the 
quick issuance of a Notice of Allowance demonstrates on its face that the submission of 
the papers did not impede the conclusion of examination. This submission is simply not 
a circumstance that constitutes a failure to engage in reasonable efforts to conclude 
either processing or examination. 

Thus, between the time the first issue fee was due on November 30, 2004, and 
the time the second Notice of Allowance was mailed, the reduction in term adjustment 
should be 0 days or, at most, 57 days. Thus, the total patent term adjustment should be 
93 days. If the Office applies Section 1 .704(c)(10), the adjustment should be 35 days. 
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Applicants respectfully request that the dismissal of the Application for Patent 
Term Adjustment - Pre-Grant be reconsidered, that the current Application for Patent 
Term Adjustment - Pre-Grant be approved, and that the patent term adjustment be 
changed to 93 days. 

C. Terminal Disclaimer 

The above-identified application is not subject to a Terminal Disclaimer. 

D. Reasonable Efforts 

Rule 1 .705(b) requires a statement of Applicants' reasonable efforts. To 
facilitate review of this paper, Applicants will not repeat the description of its reasonable 
efforts here but merely note the discussion above. 



If there are any additional fees due in connection with the filing of this Request 
for Reconsideration, please charge them to our Deposit Account No. 06-0916. 



II. Fee 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: September 8, 2005 




Stephanie M. Liva 
Reg. No. 54,278 
Customer No. 22,852 



Attachment: Exhibits A, B, C, and D 
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PATENT 
Customer No. 22,852 
Attorney Docket No. 04853.0073 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Group Art Unit: 1651 
Examiner: S. Saucier 



In re Application of: 
Hisashi SEMBA et al. 
Application No.: 09/870,821 
Filed: June 1,2001 

For- AN ENZYME REACTION METHOD 
AND A METHOD FOR 
ENZYMATICALLY PRODUCING 
AN OPTICALLY ACTIVE 
CYANOHYDRIN 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

INFORMATION DISCI OSIIRE STATF MFNT UNDER 37 C.F.R. 5 1.97(c) 

Pursuant to 37 C.F.R. §§ 1 .56 and 1 .97(c), Applicants bring to the attention of the 
Examiner the document listed on the attached PTO 1449. This Information Disclosure Statement 
is being filed after the events recited in Section 1 .97(b) but, to the undersigned's knowledge, 
before the mailing date of either a Final action, Quayle action, or a Notice of Allowance. Under 
the provisions of 37 C.F.R. § 1.97(c), this Information Disclosure Statement is accompanied by a 
fee of $1 80.00 as specified by Section 1 .17(p). Please charge $180.00 to Deposit Axxount No. 
06-0916. 

The document listed in this Information Disclosure Statement was first cited in a 
communication from the European Patent Office in a counterpart foreign application, and this 
Information Disclosure Statement is being filed within three months of the mailing date of that 



communication. A copy of the communication from the European Patent Office dated 
November 6, 2003 is enclosed. 

The EPO communication lists four references but three of the four references were 
previously submitted in an Information Disclosure Statement filed December 28, 2001. Thus, 
only the remaining reference is attached. 

Applicants respectfully request that the Examiner consider the listed document and 
indicate that it was considered by making appropriate notations on the attached form. 

This'submission does not represent that a search has been made or that no better art exists 
and does not constitute an admission that the listed document is material or constitutes "prior 
art." If the Examiner applies the document as prior art against any claims in the application and 
Applicants determine that the cited document does not constitute "prior art" under United States 
law, Applicants reserve the right to present to the Office the relevant facts and law regarding the 
appropriate status of the document. 

Applicants further reserve the right to take appropriate action to establish the patentability 
of the disclosed invention over the listed document, should the document be applied against the 
claims of the present application. 

If there is any additional fee due in connection with the filing of this Statement, please 
charge the fee to our Deposit Account No. 06-091 6. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 



Dated: December 1, 2003 
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Filing Date June 1,2001 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 
Customer No. 22,852 
Attorney Docket No. 04853.0073-00000 



In re Application of: 



Hisashi SEMBAet al. 



Group Art Unit: 1651 



Application No.: 09/870,821 



Examiner: SAUCIER, Sandra E. 



Filed: June 1,2001 



For: ENZYME REACTION METHOD 



Confirmation No.: 8411 



AND A METHOD FOR 
ENZYMATICALLY PRODUCING 
AN OPTICALLY ACTIVE 
CYANOHYDRIN 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

INFORMATION DISCLOSURE STATEMENT UNDER 37 C.F.R. S 1.97(b) 

Pursuant to 37 C.F.R. §§ 1 .56 and 1 .97(b), Applicants bring to the attention of 
the Examiner the documents on the attached listing. This Information Disclosure 
Statement is being filed concurrently with the filing of a Request for Continued 
Examination in the above-referenced application. 

Copies of the listed foreign and non-patent literature documents are attached. 
English translations of the abstracts of the non-English documents are enclosed. 

Applicants respectfully request that the Examiner consider the listed documents 
and indicate that they were considered by making appropriate notations on the attached 
form. 



This submission does not represent that a search has been made or that no 
better art exists and does not constitute an admission that each or all of the listed 
documents are material or constitute "prior art." If the Examiner applies any of the 
documents as prior art against any claim in the application and Applicants determine 
that the cited documents do not constitute "prior art" under United States law, 
Applicants reserve the right to present to the Office the relevant facts and law regarding 
the appropriate status of such documents. 

Applicants further reserve the right to take appropriate action to establish the 
patentability of the disclosed invention over the listed documents, should one or more of 
the documents be applied against the claims of the present application. 

If there is any fee due in connection with the filing of this Statement, please 
charge the fee to our Deposit Account No. 06-091 6. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: April 12, 2005 




Stephanie M. Liva 
Reg. No. 54,278 
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Anmelde r/AppI ica nt/Demandeur//Patentin ha ber/Proprietor/Titulaire 

Nippon Shokubai Co. , Ltd. 



COMMUNICATION 

The European Patent Office herewith transmits the partial European search report under Rule 46(1) 
EPC relating to the above-mentioned European patent application. 

Copies of the documents cited in the search report are enclosed. 

The applicant's attention is drawn to the following: 

The search Division informs the applicant that if the European search report is also to-cover 
inventions other than the invention first mentioned in the claims, a further search fee must be 
paid for each of these inventions, within ONE MONTH after notification of this communication. 

If the application has been filed up to 30 June 1999, the search fee in force before 01 July 
1999 (EUR 869,-) or the equivalent applicable cn the date of payment is payable. 
This applies also to the search fees requested under Rule 46(1) EPC. 
See also OJ EPO 06/1999, 405. 

|— , The abstract was modified by the Search Division and the definitive text is attached to the 
LJ present communication. 

p-pAdditional set(s) of copies of the documents cited in the European search report is -(are) enclosed 
as well. 



Note to users of the automatic debiting procedure: 




Unless the EPO receives prior instructions to the contrary, the search fee(s) will be debited on 
the last day of the period for payment. For further details see the Arrangements for the automatic 
debiting procedure, Supplement to OJ €PO 02/1999. 
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The Search Division considers that the present European patent application does not comply with 
the requirements of unity of invention and relates to severalinventions or groups of inventions, 
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see sheet B 



The present partial European search report has been drawn up for those parts of the European 
patenl application which relate to the invention first mentioned in the claims. 
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Examiner 



Sprinks, M 



CATEGORY OF CITEO DOCUMENTS 

X : particularly relevant if taken alone 

Y : particularly relevant if combined with another 

document of the same category 
A : technological background 
O : non-written disclosure 
P : intermediate document 



T : theory or principle underlying the invention 
E : earlier patenl document, but published on, or 

after the filing date 
D : document cited in the application 
L : document cited for other reasons 

& : member of the same patent family, corresponding 
document 
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PARTIAL EUROPEAN SEARCH REPORT 



Application Number 
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